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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-3, 7/2, 7/3, 10-11,14/11, and 17/1/2- 20/1/2 are rejected under 35 
U.S.C. 102(b) as being anticipated by Anderson et al. (US 2002/0015952). 

Regarding claim 1 Anderson et al. discloses a support unit for a microfluidic 
system (See [003], Fig. 1, and Fig. 4), comprising: a first support; (See [0014] and Fig. 4 
31 and Fig. 1 where underlying arrays are a support see [00235]) a first adhesive layer 
provided on a surface of the first support (See [0133] and [0189] where adhesive 
surface is used to attach arrays); and a hollow filament laid on a surface of the first 
adhesive layer to have an arbitrary shape and functioning as a flow channel layer of the 
microfluidic system. (See [0090], [0133], and [0063] where microarray chip contains a 
bundle of small plastic rods and alternatively Fig. 1 where first support is an underlying 
flat array 2 made of hollow filaments 1 see [0235]) 

It is noted that any shape may be an "arbitrary shape" and as such every material 
is capable of becoming an "arbitrary shape" and as such the filaments of Anderson are 
made of a materials which can become an arbitrary shape. 
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Regarding claim 2 Anderson et al. discloses a support unit for a microfluidic 
system (See [003]), comprising: a first support (See [0014] and Fig. 4 31 and Fig. 1 
where underlying arrays are a support see [00235]); a first adhesive layer provided on a 
surface of the first support (See [0133], and [0189]); and a first hollow filament group 
constituted by a plurality of hollow filaments laid on a surface of the first adhesive layer 
and respectively functioning as a plurality of flow channel layers of the microfluidic 
system. (See [0090], [0133], and [0063] where microarray chip contains a bundle of 
small plastic rods and alternatively Fig. 1 where first support is an underlying flat array 2 
see [0235]) 

It is noted that any shape may be an "arbitrary shape" and as such every material 
is capable of becoming an "arbitrary shape" and as such the filaments of Anderson are 
made of a materials which can become an arbitrary shape. 

Regarding claim 3 Anderson et al. discloses all the claim limitations as set forth 
above as well as the support unit further comprising: a second adhesive layer provided 

on a surface of the first hollow filament group; and a second support provided on a 
surface of the second adhesive layer. (See Fig. 1 where multiple arrays 2 are stacked to 
give a bundle 3 using adhesive see [0189] and [0235] where second support is an 
overlying second array attached to first array with adhesive) 
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Regarding claim 7/2 and 7/3, Anderson et al. discloses all the claim limitations 
as set forth above as well as the support unit wherein at least one of the plurality of 
hollow filaments is partially provided with an optically transparent portion. (See [0191] 
and Fig. 6 where bundle 50 contains optically transparent filaments 51) 

It is noted that any shape may be an "arbitrary shape" and as such every material 
is capable of becoming an "arbitrary shape" and as such the filaments of Anderson are 
made of a materials which can become an arbitrary shape. 

Regarding claim 10, Anderson et al. discloses a manufacturing method of a 
support unit for a microfluidic system (See [0002] ,Fig. 1, and Fig. 4), comprising: 
forming a first adhesive layer on a surface of a first support; and laying a hollow filament 
on a surface of the first adhesive layer. (See Fig. 4, [0090], [0133], and [0063] where 
microarray chip contains a bundle of small plastic rods held by adhesive surface on a 
first surface and alternatively Fig. 1 where first support is an underlying flat array 2 
made of hollow filaments 1 see [0235]) 

It is noted that any shape may be an "arbitrary shape" and as such every material 
is capable of becoming an "arbitrary shape" and as such the filaments of Anderson are 
made of a materials which can become an arbitrary shape. 

Regarding claim 1 1 , Anderson et al. discloses a manufacturing method of a 
support unit for a microfluidic system ([0002], Fig. 1 , and Fig. 4), comprising: forming a 
first adhesive layer on a surface of a first support; and laying a first hollow filament 
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group constituted by a plurality of hollow filaments, on a surface of the first adhesive 
layer. (See Fig. 4, [0090], [0133], and [0063] where microarray chip contains a bundle of 
small plastic rods held by adhesive surface on a first surface and alternatively Fig. 1 
where first support may be an underlying flat array 2 made of hollow filaments 1 held 
together with adhesive see [0235] and [0189]) 

It is noted that any shape may be an "arbitrary shape" and as such every material 
is capable of becoming an "arbitrary shape" and as such the filaments of Anderson are 
made of a materials which can become an arbitrary shape. 

Regarding claim 14/11 Anderson et al. discloses all the claim limitations as set 
forth above as well as the manufacturing method of a support unit for a microfluidic 
system, after the laying the first hollow filament group, the manufacturing method further 
comprising: forming a second adhesive layer on a surface of the first hollow filament 
group; and adhering a second support onto a surface of the second adhesive layer. 
(See Fig. 1 where multiple arrays 2 are stacked to give a bundle 3 using adhesive 
[0189] and [0235] where second support is an overlying second flat array attached to 
first array with adhesive) 

Regarding claim 17/1/2 Anderson et al. discloses all the claim limitations as set 
forth above as well as a support unit for a microfluidic system with chemically resistant 
hollow filaments. It is noted that since the hollow filaments of Anderson et al. are able to 
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be produced without instantaneous degradation they must be chemically resistant to 
some extent. 

Regarding claim 18/1/2 Anderson et al. discloses all the claim limitations as set 
forth above as well as a support unit for a microfluidic system with hollow filaments 
made from an organic material. (See [0086] where the filaments may be made from 
various organic materials such as polyvinyl chloride) 

Regarding claim 19/1/2 Anderson et al. discloses all the claim limitations as set 
forth above as well as a support unit for a microfluidic system with hollow filaments 
made from an inorganic material. (See [0054] where the filaments may be made from 
glass or metal.) 

Regarding claim 20/1/2 Anderson et al. discloses all the claim limitations as set 
forth above as well as a support unit for a microfluidic system wherein the said arbitrary 
shape is curved. (See Figure 1 where the hollow filaments are cylindrical and as such 
have a curved "arbitrary shape". 

3. Claims 2, 5/2, and 6/2 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Frazier et al. (WO 00/16833) 



Application/Control Number: 10/505,416 Page 7 

Art Unit: 1797 

Regarding claim 2, Frazier et al. discloses a support unit for a microfluidic system 
(See Fig. 1 and CI L 10-17) comprising: a first support (See Fig. 1 12) a first adhesive 
layer provided on a surface of the first support (See Fig. 1 and C 1 1 L 54-60 where 
microneedles 16 are bound to an interface using epoxy and C 7 L 45-50 where arrays of 
needles are placed on a substrate and bonded using adhesive); and a first hollow 
filament group constituted by a plurality of hollow filaments laid on a surface of the first 
adhesive layer and respectively functioning as a plurality of flow channel layers of the 
microfluidic system. (See Fig. 1 16 and Abstract) 

It is noted that any shape may be an "arbitrary shape" and as such every material 
is capable of becoming an "arbitrary shape" and as such the filaments of Frazier et al. 
are made of a materials which can become an arbitrary shape. 

Regarding claim 5/2, Frazier et al. discloses all the claim limitations as set forth 
above as well as the support unit wherein the plurality of hollow filaments is partially 
exposed from the first support. (See Fig. 1 where end of needles 18 are exposed from 
support 12 and C 3 L 55-67) 

Regarding claim 6/2 Frazier et al. discloses all the claim limitations as set forth 
above as well as the support unit wherein a metal film is formed on a part of at least one 
of the plurality of hollow filaments. (See Fig. 1 C 7 L 8-14 where microneedles 16 are 
coated with gold and C 4 L 43-54 where microneedles can be formed from metal 
materials) 
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Claim Rejections - 35 USC § 102 or 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



6. Claims 2-5, 7, 1 1 , and 13/11 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Durst et al. 
(DE4308697) 



Regarding claims 2-5, and 7 Durst et al. discloses a support unit for a microfluidic 
system (See Fig. 1 and Abstract) comprising: a first support (See Fig. 1 4); and a first 
hollow filament group constituted by a plurality of hollow filaments laid on a surface of 
the first support and respectively functioning as a plurality of flow channel layers of the 
microfluidic system(See Fig. 1 where hollow filament group 1' is placed on top of 
support 4 and Abstract), a second support provided on the surface of the second 
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adhesive layer(See Fig. 1 where second support 5 is on top of first filament group 1'), 
and wherein the plurality of hollow filaments is partially exposed from the first support 
and at least one of the filaments is partially optically transparent. (See Fig. 1 where 
Filaments 1' are exposed on the side from the first support and are hollow and thus 
contain an optically transparent center) and the support unit further comprising a second 
hollow filament group constituted by a plurality of hollow filaments laid in a direction so 
as to intersect with the first hollow filament group (See Fig. 1 1 and 1 ' where a second 
hollow filament group 1 is placed on top of a first hollow filament group 1 ' in an 
intersecting direction) and functioning as another plurality of flow channel layers of the 
microfluidic system (See Abstract) 

Durst et al., in Fig. 1 teaches a support unit for a fluidic system that appears to be 
the same as, or an obvious variant of the support unit comprising adhesive layers 
provided on the surface of a first support and second support. Assuming even if Durst et 
al. does not disclose adhesive layers between hollow filament groups and supports 
adhesive layers are very well known in the art to provide a permanent way to securely 
affix items to support such as hollow filaments. It would have been obvious to one of 
ordinary skill in the art to use adhesive layers to bind hollow filaments to supports as is 
known in the art in order to provide a more secure and permanent attachment of said 
hollow filaments to said supports in the device of Durst. 

Regarding claims 1 1 and 13/11, Durst et al. discloses a manufacturing method of 
a support unit for a microfluidic system (See Abstract), comprising: forming a first 
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support; and laying a first liollow filament group constituted by a plurality of hollow 
filaments, on a surface of the first support. (See Fig. 1 where hollow filament group 1' is 
placed on top of support 4) 

Durst et al., in Fig. 1 teaches a support unit for a fluidic system that appears to be 
the same as, or an obvious variant of the support unit comprising a first adhesive layer 
provided on the surface of a first support and hollow filament group laid on said first 
adhesive layer as set forth in the instant claim as the hollow filaments disclosed by 
Durst et al. are held in place to a support. 

Regarding Claim 13/11, Durst et al. discloses all the claim limitations as set forth 
above as well as the manufacturing method of a support unit for a microfluidic system, 
further comprising laying a second hollow filament group constituted by a plurality of 
hollow filaments In a direction so as to intersect with the first hollow filament group, after 
the laying the first hollow filament group. (See Fig. 1 1 and 1 ' where a second hollow 
filament group 1 is placed on top of a first hollow filament group 1 ' in an intersecting 
direction). 

It Is noted that any shape may be an "arbitrary shape" and as such every material 
Is capable of becoming an "arbitrary shape" and as such the filaments of Durst et al. are 
made of a materials which can become an arbitrary shape. 
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Claim Rejections - 35 USC § 103 

7. Claim 6/2 and 6/3, is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anderson as applied to claims 1-3, 7, 10-11, and 14 above, and further in view of 
Frazier et al. (WO 00/1 6833) 

Regarding claim 6/2 and 6/3, Anderson discloses all the claim limitations as set 
forth above but does not disclose providing a metal film is formed on a part of at least 
one of the plurality of hollow filaments. 

Frazier et al. discloses all the claim limitations as set forth above as well as the 
support unit wherein a metal film is formed on a part of at least one of the plurality of 
hollow filaments. (See Fig. 1 C 7 L 8-14 where microneedles 16 are coated with gold 
and C 4 L 43-54 where microneedles can be formed from metal materials) 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to provide a metal film on a capillary as described by Frazier in the device of 
Anderson because metals layers are well known in the art to coat capillary tubes on 
supports and would have provided the capillaries of Anderson with strength, durability, 
and biocompatibility as is required by Anderson. (See [0003] where Anderson is used to 
handle biomaterials and thus must have biocompatibility) 

8. Claims 8-9, 15-16, 17/8, 18/8, 19/8 and 20/8 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Anderson as applied to claims 1-3, 7, 10-11, and 14 above, 
and further in view of Wolk (US 6,148,508). 
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Regarding claims 8-9, Anderson et al. discloses a support unit for a microfluidic 
system (See [003], Fig. 1, and Fig. 4), comprising: a first support (See [0014] and Fig. 4 
31 or alternatively Fig. 1 where support is an underlying array see [0235]); a first 
adhesive layer provided on a surface of the first support (See [01 33] where adhesive 
surface is used to attach arrays to a first surface and [0189] where adhesive binds 
arrays); a plurality of hollow filaments laid on a surface of the first adhesive layer (See 
Fig. 4 where hollow filaments are on support 31 and Fig. 1 where arrays are bundled 
using adhesive see[0189]); a second adhesive layer provided on the first adhesive layer 
and the hollow filaments; a second support provided on a surface of the second 
adhesive layer; (See Fig. 1 where multiple arrays 2 are stacked to give a bundle 3 using 
adhesive see [0189] and [0235] where second support is a second overlying array 
attached to first array with adhesive) 

It is noted that any shape may be an "arbitrary shape" and as such every material 
is capable of becoming an "arbitrary shape" and as such he filaments of Anderson are 
made of a materials which can become an arbitrary shape. 

Anderson et al. does not disclose a relay portion provided in the first adhesive 
layer and the second adhesive layer and connecting routes of the hollow filaments as 
well as the support unit wherein the relay portion includes a part of the second support. 
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Wolk discloses a support unit for a microfluidic system, comprising: a first support 
(See Fig. 4 B 402a) ; a plurality of channels laid on a surface (See Fig. 4A); a second 
support provided on a surface of the first support (See Fig. 4B 402b); and a relay 
portion provided in the first support and the second support and connecting routes of 
channels (See Fig. 48 where relay is formed by 42a and 442b and connects routes of 
channels 438 and 404) as well as the support unit wherein the relay portion includes a 
part of the second support. (See Fig. 4B substrate 402b and relay portion 442b). While 
Wolk does not specifically disclose the relay portion being formed in adhesive layers 
when substrates are bound using an adhesive, which is known in the art (See Wolk C 6 
L 62- C 7 L 2), and relay portion such as 442 is formed in said substrates it must be 
formed through adhesive layers. 

Wolk and Anderson et al. are analogous because both references teach the use 
of flow channels disposed between two substrates. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to form a relay channel as described by Wolk in the support unit of Anderson 
because the relay channel provides an effective way of connecting channels and 
electrokineticly transporting material into a microarray as described by Anderson. (See 
Wolk C 1 L 45-63 and Anderson [0152]) 

Regarding Claim 15-16, Anderson et al. discloses a manufacturing method of a 
support unit for a microfluidic system (See [0002], Fig. 1 , and Fig. 4) , comprising: 
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forming a first adiiesive layer on a surface of a first support (See Fig. 1 wliere support is 
an underlying array bound with adhesive see [0235] and [0189]); laying a plurality of 
hollow filaments on a surface of the first adhesive layer (See Fig. 1 , [0090], [0133], 
[0189], and [0063] where filaments are attached to an adhesive surface); forming a 
second adhesive layer on the first adhesive layer and the hollow filaments (See [0189] 
and [0235] where second array is placed on top of a first array using adhesive); and 
adhering a second support onto a surface of the second adhesive layer. (See Fig. 1 
where multiple arrays 2 are stacked to give a bundle 3 using adhesive see [0189] and 
[0235] where second support is a second overlying array attached to first array with 
adhesive) 

Anderson does not disclose forming a relay portion in the first adhesive layer and 
the second adhesive layer wherein the forming of the relay portion in the first adhesive 
layer and the second adhesive layer further includes forming the relay portion so that 
the second support becomes a part of the relay portion. 

Wolk discloses a manufacturing method of a support unit for a microfluidic 
system (See Abstract), comprising: forming a relay portion in a first adhesive layer and 
a second adhesive layer (See Wolk C 6 L20-36 While Wolk does not specifically 
disclose the relay portion being formed in adhesive layers when substrates are bound 
using an adhesive, which is known in the art See Wolk C 6 L 62- C 7 L 2, and relay 
portion such as 442 is formed in said substrates it must be formed through adhesive 
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layers); and adhering a second support onto a surface of the second adhesive layer 
(See Wolk C 6 L20-36 and Fig. 4B where second support 402b is adhered to first 
support 402a and capillary 404) wherein the forming of the relay portion in the first 
adhesive layer and the second adhesive layer further includes forming the relay portion 
so that the second support becomes a part of the relay portion. (See Fig. 4B substrate 
402b and relay portion 442b and C 6 L20-36) 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to form a relay portion in a first adhesive layer and a second adhesive layer of 
a microfiuidic support unit as described by Wolk in the manufacturing method of a 
support unit for a microfiuidic system described by Anderson because the relay portion 
provides an effective way of connecting channels and electrokineticly transporting 
material into a microarray as described by Anderson. (See Wolk C 1 L 45-63 and 
Anderson [0152]) 

Regarding claim 17/8 modified Anderson discloses all the claim limitations as set 
forth above as well as a support unit for a microfiuidic system with chemically resistant 
hollow filaments. It is noted that since the hollow filaments of Anderson et al. are able to 
be produced without instantaneous degradation they must be chemically resistant to 
some extent. 

Regarding claim 18/8 modified Anderson discloses all the claim limitations as set 
forth above as well as a support unit for a microfiuidic system with hollow filaments 
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made from an organic material. (See Anderson [0086] where the filaments may be 
made from various organic materials such as polyvinyl chloride) 

Regarding claim 19/8 modified Anderson discloses all the claim limitations as set 
forth above as well as a support unit for a microfluidic system with hollow filaments 
made from an Inorganic material. (See Anderson [0054] where the filaments may be 
made from glass or metal.) 

Regarding claim 20/8 modified Anderson discloses all the claim limitations as set 
forth above as well as a support unit for a microfluidic system wherein the said arbitrary 
shape is curved. (See Anderson Figure 1 where the hollow filaments are cylindrical and 
as such have a curved "arbitrary shape". 

9. Claim 12 and 13/12, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Anderson et al. (US2002/001 5952) as applied to claims 1-5, 7, 11, and 13 above, 
and further in view of Matson et al. (US 5,429,807) 

Regarding claims 12 Anderson et al. discloses all the claim limitations as set 
forth above as well as laying a second hollow filament group constituted by a plurality of 
hollow filaments in a direction so as to intersect with the first hollow filament group, after 
the laying the first hollow filament group. (See Fig. 1 1 and 1 ' where a second hollow 
filament group 1 is placed on top of a first hollow filament group 1 ' in an intersecting 
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direction) but does not disclose a manufacturing method of a support unit wlierein, 
between the forming the first adhesive layer and laying the first hollow filament group, 
the manufacturing method further comprising: providing release layers on the surface of 
the first adhesive layer at positions where the hollow filaments are exposed; and 
providing a slit in the first support, wherein the first hollow filament group Is laid to be In 
contact with both surfaces of a pair of the release layers. 

Matson et al. discloses a manufacturing method of a support unit (See Abstract) 
comprising providing release layers at positions where channels are exposed (See Fig. 
2 channels 14 are exposed through release layers 18 and 19); and providing a slit in a 
first support (See Fig 2 18 and 19 and C 3 L 50-59 where holes are slits formed In a 
support plate), wherein the channel group Is laid to be In contact with both surfaces of a 
pair of the release layers. (See Fig. 2 where channels 14 are In contact with surfaces of 
release layers 18 and 19) 

It would have been obvious to one of ordinary skill In the art at the time of 
Invention to combine the release layers of Matson et al. to the support unit of Anderson 
et al. because the release layers allow the feeding and release of chemicals to a 
plurality of channels (See Matson C 3 L 50-59) as required by Durst. 

10. Claims 12 and 14/12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Anderson et al. (US2002/001 5952) as applied to claims 1-3, 7, 10-11, and 14 
above, and further In view of Matson et al. (US 5,429,807) 
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Regarding claims 12 and 14/12, Anderson et al. discloses all the claim limitations 
as set forth above as well as forming a second adhesive layer on a surface of the first 
hollow filament group; and adhering a second support onto a surface of the second 
adhesive layer. (See Fig. 1 where multiple arrays 2 are stacked to give a bundle 3 using 
adhesive [0189] and [0235] where second support is an overlying second flat array 
attached to first array with adhesive) but does not disclose a manufacturing method of a 
support unit wherein, between the forming the first adhesive layer and laying the first 
hollow filament group, the manufacturing method further comprising: providing release 
layers on the surface of the first adhesive layer at positions where the hollow filaments 
are exposed; and providing a slit in the first support, wherein the first hollow filament 
group is laid to be in contact with both surfaces of a pair of the release layers. 

Matson et al. discloses a manufacturing method of a support unit (See Abstract) 
comprising providing release layers at positions where channels are exposed (See Fig. 
2 channels 14 are exposed through release layers 18 and 19); and providing a slit in a 
first support (See Fig 2 18 and 19 and C 3 L 50-59 where holes are slits formed in a 
support plate), wherein the channel group is laid to be in contact with both surfaces of a 
pair of the release layers. (See Fig. 2 where channels 14 are in contact with surfaces of 
release layers 1 8 and 1 9) 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to combine the release layers of Matson et al. to the support unit of Anderson 
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et al. because the release layers allow the feeding and release of chemicals to a 
plurality of channels (See Matson C 3 L 50-59) as required by Anderson et al. (See 
Anderson [0223] 



Response to Arguments 

1 1 . Applicant's arguments filed 10/22/2009 have been fully considered but they are 
not persuasive. 

Applicant's arguments do not comply with 37 CFR 1 .1 1 1(c) because they do not 
clearly point out the patentable novelty which he or she thinks the claims present in view 
of the state of the art disclosed by the references cited or the objections made. Further, 
they do not show how the amendments avoid such references or objections. 

Applicants argue on pages 7-8 that the hollow filaments as disclosed in the cited 
prior art cannot arrange in an arbitrary shape. 

It is the examiner's position that the filaments disclosed by the prior art are fully 
capable of forming an arbitrary shape. It is noted that any shape may be an "arbitrary 
shape" and as such by the mere fact that such filaments exist they must have some 
form or "arbitrary shape". It appears as if applicant is arguing that the filaments of the 
claimed invention have a certain flexibility but such a limitation is not found in the 
claims. 
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It is also to be noted that "which can become" is not a definite limitation that 
defines that such an arbitrary shape must be present. In addition, applicants do not 
define what an arbitrary shape is. It is to be noted that the references applied above all 
teach cylindrical shapes which inherently have a curvature to them. Finally, it is to be 
noted that the references use the same materials as the claimed invention (for the 
fibers) and thus they are inherently flexible and meet the "can become curved" limitation 
absent clear evidence otherwise. 

Applicant argues on pages 7-10 of the response that the prior art as cited is used 
to perform different methods than applicant has envisioned for the claimed invention, 
i.e. is different in effect. It is noted that a recitation directed to the manner in which a 
claimed apparatus is intended to be used does not distinguish the claimed apparatus 
from the prior art, if the prior art has the capability to so perform. The recitation of a new 
intended use for an old product does not make a claim to that old product patentable. In 
re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997). 

Also statements in the preamble reciting the purpose or intended use of the 
claimed invention which do not result in a structural difference (or, in the case of 
process claims, manipulative difference) between the claimed invention and the prior art 
do not limit the claim and do not distinguish over the prior art apparatus (or process). 
See, e.g.. In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963); In re Sinex, 
309 F.2d 488, 492, 135 USPQ 302, 305 (CCPA 1962). 
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Applicant argues on pages 7-10 of the response tlie cited prior art is different in 
structure than the claimed invention but does not specifically point out why the said 
claimed invention is structurally different than the prior art. Applicant merely states the 
purpose/structure of the prior art without explaining how that said structure differs from 
the claimed invention and such arguments are not persuasive. 

Conclusion 

1 2. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JONATHAN M. HURST whose telephone number is 
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(571 )270-7065. The examiner can normally be reached on Mon. - Thurs. 6:30-5:00; 
Every Fri. off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Marcheschi can be reached on (571)272-1374. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. M. H./ 

Examiner, Art Unit 1797 
/Michael A Marcheschi/ 
Supervisory Patent Examiner, Art Unit 1797 



